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DETAILED ACTION 

1 . The amendment filed 1/1 3/2006 has been placed of record in the file. 

2. No claims have been amended. 

3. Claims 1-24 are now pending. 

4. The declaration filed 1/1 3/2006 under 37 CFR 1 . 1 3 1 has been considered but is 
ineffective to overcome the Mathon et al. (U.S. Patent Application Publication Number 
2001/0042131) reference. Thus, claims 1-24 remain rejected as presented in the previous actions 
dated 6/25/2004 and 7/14/2005. 

5. After fiirther search and consideration, new applicable prior art has been found. Thus, a 
new ground of rejection is also presented below. Accordingly, this action is non-final. 

Continued Examination Under 3 7 CFR LI 14 

6. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this appUcation after final rejection. Since this application is 
ehgible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous office action has been withdrawn pursuant to 37 
CFR 1.1 14. The applicant's submission filed on 1/13/2006 has been entered. 

Response to Declaration 

7. The declaration filed 1/1 3/2006 is ineffective because the evidence submitted is 
insufficient to establish conception and is insufficient to establish reduction to practice as 
discussed below. 
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8. The evidence submitted is insufficient to establish a conception of the invention prior to 
the effective date of the Mathon et al. reference. While conception is the mental part of the 
inventive act, it must be capable of proof, such as by demonstrative evidence or by a complete 
disclosure to another. Conception is more than a vague idea of how to solve a problem. The 
requisite means themselves and their interaction must also be comprehended. See Mergenthaler 
V. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). 

9. The applicant is required to give a clear explanation of the exhibits pointing out exactly 
what facts are established and relied on. See MPEP 71 5.07. In the present declaration, the 
applicant sets forth "Exhibit A" in order to show conception of the invention as claimed, but the 
declaration does not describe where in the exhibit the recited limitations are found. Although the 
exhibit itself sets forth some mapping of computer code to claim" language, the explanation 
should be presented in the declaration. Further, the applicant needs to more clearly explain what 
the functions of the code presented actually are (i.e. what the presented code is actually doing or 
performing) for many of the claims. For example, the section describing claim 14 appears to be 
somewhat well supported by stating a summarizing section of text and then setting forth the 
actual function in code with associated comments. On the other hand, the section describing 
claim 1 only sets forth a file name that the supposed functionality is encapsulated in and does not 
attempt to explain the functionality or describe what parts of the submitted computer code relate 
to the mentioned file. It is recommended that in mapping the computer code (in the exhibit) with 
the claim language (which should be discussed in the declaration itself) the applicant provide 
greater and clearer explanation as to where the claimed limitations can be found and as to how 
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the code is actually functioning. Currently, all the claim limitations cannot be clearly identified 
in Exhibit A and thus conception cannot be established. 

10. The evidence submitted is insufficient to establish a reduction to practice of the invention 
prior to the effective date of the Mathon et al. reference. Proof of actual reduction to practice 
requires a showing that the apparatus actually existed and worked for its intended purpose. See 
MPEP 715.07 and MPEP 2138. The declaration sets forth a statement that Exhibit A "represents 
a working version of message tracking parsing and monitoring application which existed prior to 
April 14, 2000." However, the declaration sets forth no explanation as to how the exhibit shows ' 
that the application actually existed and worked for its intended purpose. Exhibit A sets forth 
several pages of computer code that show output or data resuhs, but it is unclear exactly what the 
resuhs are and what they show in relation to the claimed invention. It is recommended that the 
applicant provide greater and clearer explanation as to what the data output is, what the data 
output means in relation to the claims, and the exact processes run in order to achieve such 
output. Currently, actual reduction to practice cannot be established from the declaration and 
Exhibit A. 

Claim Rejections -35 use §102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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12. Claims 1-24 are rejected under 35 U.S.C. 102(e) as being anticipated by Lin et al. (U.S. 
Patent Number 6,163,802), hereinafter referred to as Lin. 

13. Some claims will be discussed together. Those claims which are essentially the same 
except that they set forth the claimed invention as a program storage device are rejected under 
the same rationale applied to the described claim. 

14. Lin has disclosed: 

• <Claim 1> 

A message tracking system, comprising: a message tracking monitor operable to monitor 
one or more ports for tracking information (figure 1, item 106 and column 3, lines 30- 
33); a message tracking interface coupled to the message tracking monitor (column 3, 
lines 44-47) and enabled to communicate with one or more decision support subsystems 
(figure 1, items 102 and 104, and column 3, lines 25-30), the message tracking interface 
operable to receive tracking information from the message tracking monitor and transfer 
the tracking information to one or more decision support subsystems (column 3, lines 44- 
47), wherein the tracking information is collected and managed (column 3, lines 13-19). 

• <Claim2> 

The message tracking system as claimed in claim 1, wherein the one or more ports 
include any one or combination of electronic mail address, message tracking server, 
access status log, and proprietary message tracking API (column 4, lines 15-20). 

• <Claim3> 

The message tracking system as claimed in claim 1, wherein the decision support 
subsystem includes a decision support database (figure 1, item 104). 
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• <Claim 4> 

the message tracking system as claimed in claim 1, wherein the decision support 
subsystem includes a decision support application (column 3, line 60 through column 4, 
line 14). 

• <Claim5> 

The message tracking system as claimed in claim 1 , wherein the tracking information 
includes one or more tracking notifications (column 4, lines 43-50). 

• <Claim 6> 

The message tracking system as claimed in claim 1, wherein the message tracking 
interface is operable to access the tracking information stored in a decision support 
database (column 4, lines 28-50). 

• <Claim 7> 

The message tracking system as claimed in claim 1, wherein the message tracking 
interface is operable to update the tracking information stored in a decision support 
database (column 4, lines 28-50). 

• <Claim8> 

The message tracking system as claimed in claim 1, wherein the message tracking 
interface is operable to manage the message tracking monitor (column 6, lines 10-30). 

• . <Claim 9> 

The message tracking system as claimed in claim 1 , wherein the system further includes 
one or more dynamically pluggable decision support interfaces (column 3, lines 48-59). 
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• <Claims 10and21> 

A method for tracking message, comprising: monitoring tracking information on one or 
more ports; collecting tracking information from the one or more ports (column 3, lines 
13-19 and figure 1, item 106 and column 3, lines 30-33); and transmitting the tracking 
information for handling the tracking information according to a predetermined schema 
(column 3, lines 44-47). 

• <Claimll> 

The method for tracking messages as claimed in claim 10, wherein the one or more ports 
include one or more electronic message tracking ports (column 4, lines 15-20). 

• <Claim 12> 

The method for tracking messages as claimed in claim 10, further including: parsing the 
tracking information into a record format (column 3, lines 44-47). 

• <Claim 13> 

The method for tracking messages as claimed in claim 10, wherein the predetermined 
schema includes storing in a decision support database (figure 1, item 104 and column 3, 
lines 25-27). 

• <Claim 14> 

The method for tracking messages as claimed in claim 10, wherein the predetermined 
schema includes real tinie exception handling (column 1 1 , lines 1-6). 
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• <Claiml5> 

The method for tracking messages as claimed in claim 10, wherein the transmitting 
includes transmitting the tracking information to a decision support subsystem (figure 1, 
items 102 and 104, and column 3, lines 25-30). 

• <Claiml6> 

The method for tracking messages as claimed in claim 10, wherein the one or more ports 
include one or more tracking ports (column 4, lines 15-20). 

• <Claim 17> 

The method for tracking messages as claimed in claim 10, further including providing 
analytical reports based on the collected tracking information (column 3, lines 66-67). 

• <Claim 18> 

The method for tracking messages as claimed in claim 10, wherein the monitoring 
includes requesting for one or more tracking notifications from one or more tracking 
sources (column 4, lines 43-47). 

• <Claim 19> 

The method for tracking messages as claimed in claim 10, wherein the monitoring 
includes accepting one or more tracking notifications from one or more tracking sources 
(column 4, lines 47-50). 

• <Claim20> 

The method for tracking messages as claimed in claim 10, wherein the monitoring 
includes continuously monitoring tracking information ports (column 6, lines 58-65). 
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• <Claim 22> 

A message tracking system, comprising: a message tracking monitor coupled to one or 
more message tracking data sources (figure 1, item 106 and column 3, lines 30-33), the 
message tracking monitor operable to receive tracking information from the one or more 
message tracking data sources and parse the tracking information into one or more 
tracking data records (column 3, lines 44-47); a message tracking interface (column 3, 
lines 44-47) coupled to the message tracking monitor and one or more decision support 
subsystems (figure 1, items 102 and 104, and column 3, lines 25-30), the message 
tracking interface operable to receive tracking data records and transmit the tracking data 
records to the one or more decision support subsystems (column 3, lines 44-47). 

• <Claim23> 

The message tracking system as claimed in claim 22, further including: one or more 
dynamically pluggable decision support interface modules coupled to the message 
tracking interface and the one or more decision support subsystems (column 3, lines 48- 
59), wherein the one or more dynamically pluggable decision support interface modules 
in response to receiving the one or more tracking data records from the message tracking 
interface, transmit the one or more tracking data records to the one or more decision 
support subsystems (column 3, line 60 through column 4, line 14). 

• <Claim 24> 

The message tracking system as claimed in claim 22, wherein the tracking information 
includes message transactions on the Internet (column 12, lines 1-8). 



Application/Control Number: 09/765,927 Page 10 

Art Unit: 2152 

Since all the limitations of the invention as set forth in claims 1-24 were disclosed by Lin, claims 
1-24 are rejected. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to the applicant' s 
disclosure. 

• Gertner et al. (U.S. Patent Number 6,049,775) disclosed a system for remotely managing 
a plurality of remote mail processing devices. 

• Leonard et al. (U.S. Patent Number 6,721,784) disclosed an email system that includes.a 
central server which tracks messages and compiles information on the handling of the 
message by each user. 

• Hammond (U.S. Patent Number 6,854,007) disclosed a system for enhancing email 
reliability that tracks whether each message has been delivered to each recipient. 

1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor Lesniewski whose telephone number is 571-272-3987. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571-272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
AppUcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. 'Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Victor Lesniewski 
Patent Examiner 
Group Art Unit 2152 
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